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M. ROBERT KESTENBAUM, LLC 
PATENT AND TRADEMARK MATTERS 



FACSIMILE TRANSMITTAL SHEET 


TO: 


FROM: 


Examiner Joshua L. Pritchett 


M. Robert Kestenbaum 


COMPANY: 


DATE: 


Commissioner for Patents 


August 11, 2004 


FAX NUMBER: 


TOTAL. NO. Of PAGES INCLUDING COVER: 


(703) 872-9306 


11 


PHONE NUMBER: 


SENDER'S REFERENCE NUMBER: 


(703) 746-8103 


(Z) 01 037 PUS 


RE: 


YOUR REFERENCE NUMBER: 


Information Disclosure Statement 


10/679,096 



NOTES/COMMENTS: 



Dear Examiner Pritchett: 



I am faxing you an Information Disclosure Statement and cited reference. Please consider 
this Information Disclosure Statement when you consider the Amendment submitted on 
August 4, 2004. Please note that an important portion of US Patent 6,104,531 is underlined 
and marked with a star on column 1, to assist you in reviewing '531. 

The "Statement Regarding the Information Disclosure Statement Submitted Herewith" 
delineates why we believe the reference submitted herewith is not relevant to the above- 
mentioned application, which is currently under your examination. 

Thank you for considering this submission. 

Sincerely, 



M. Robert Kestenbaum 
Reg. No. 20,430 



11011 BERMUDA DUNES NE 
ALBUQUERQUE, NEW MEXICO USA 87111 
PHONE (505) 323-0771 
FAX <505) 323-0865 
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STATEMENT UNDER 3? CFR 1.97(e) ACCOMPANYING 
INFORMATION DISCLOSURE STATEMENT 



Docket No. 
(Z) 01037 PUS 



In Re Application Of: Wagner 



Application No. 


Filing Date 


Examiner 


Customer No. 


Group Art Unit 


Confirmation No. 


10/679,096 


October 3, 2003 


Joshua L. Pritchett 




2872 





Invention: 
Sighting Telescope 



COMMISSIONER FOR PATENTS: 



This is a statement under the provisions of 37 CFR 1 .97(e) in the above- identified application. 
Check applicable statement herebelow: 

Statement Under 37 CFR 1 .97(e)(1 ) 

Ek Each item of information contained in the accompanying Information Disclosure Statement was first cited in 
any communication from a foreign patent office in a counterpart foreign application not more than three 
months prior to the filing of the Information Disclosure Statement. 

Statement Under 37 CFR 1 .97(e)(2) 

□ No item of information contained in the accompanying Information Disclosure Statement was cited in a 
communication from a foreign patent office in a counterpart foreign application, and, to the knowledge of the 
^ undersigned person, after making reasonable inquiry, no item of information contained in the accompanying 
" information Disclosure Statement was known to any individual designated in 37 CFR 1.56(c) more than three 
months prior to the filing of the Information Disclosure Statement. 



Signature 

M. Robert Kestenbaum 
Reg. No. 20,430 
11011 Bermuda Dunes NE 
Albuquerque, NM, USA 87111 
Phone: (505) 323-0771 
Fax: (505)323-0865 



cc: Submitted by Fax to (703)872-9306 on 08/1 1/ 2004 



Dated: August 11,2004 



Certificate of Mailing by First Class Mail 



I certify that thfs document is being deposited on 

with the U.S. Postal Service as first 
class mail under 37 C.F.R. 1.8 and is addressed to the 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450. 



Signature of Person Mailing Correspondence 



Typed or Printed Name of Person Mailing Correspondence 



P10C/REV03 
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Docket Number (Optional) 


Application Number 




(Z) 01037 P US 


10/679,096 


INFORMATION DISCLOSURE CITATION 


Applicants) 




( Use several sheets If necessary) 


Wagner 






Filing Date 


Group Art Unit 




October 3, 2003 


2872 



U.S. PATENT DOCUMENTS 



'EXAMINER 
INITIAL 



KEF 



DOCUMENT NUMBER 



SUBCLASS 



FILING DATE 
IF APPROPRIATE 



6,104,531 



08/15/2000 



Dross 



G02B 



23/00 



U.S. PATENT APPLICATION PUBLICATIONS 



•EXAMINER 
INITIAL 



DOCUMENT NUMBER 



SUBCLASS 



FILING DATE 
IF APPROPRIATE 



FOREIGN PATENT DOCUMENTS 





^ REF 

A". 


DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUBCLASS 


Translation 


YES 


NO \ 
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OTHER DOCUMENTS 



(Including Author, Title, Date, Pertinent Pages, Etc.) 



"Statement Regarding the Information Disclosure Statement Submitted Herewith", discussing why US Patent 6, 104,531 is 
AuVustli n 2004 P Application 10/679,096 submitted by the attorney of record for US Patent Application 1076^9,096, 



EXAMINER 



DATE CONSIDERED 



EXAMINER: Initial if citation considered, whether or not citation is In conformance with MPEP Section 609; Draw line through citation if not In conformance and 
not considered. Include copy of this form with next communication to applicant. 



Patent and Trademark Office • U.S. DEPARTMENT OF COMMERCE 



Form PTO-A820 poba/revos 
(also form pTO-1449) 

v - SHEET 1 OF 1 
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OFFICIAL 



IN THE UNITED STATES PATENT AND TRADEMARK OmCEfc©J^ C E/\/£D 

Re: US Patent Application 10/679,096 4(yr * % 

Filed October 3, 2003 1 * 20Q4 

Title Sighting Telescope 

Art Unit 2872 

Examiner Joshua L. Pritchett 

Phone (571)272-2318 

Fax (703) 872-9306 

Applicant Wagner 

Attorney Docket (Z) 01 037 P US 

Mail Stop Response 
Commissioner for Patents 
POBox 1450 

Alexandria, VA 22313-1450 

Statement Regarding the Information Disclosure Statement Submitted Herewith 
Dear Examiner Prichett: 

This Statement Regarding the Information Disclosure Statement is submitted with 
an Information Disclosure Statement, with the reference cited. We have just learned that 
the German attorney for the Assignee has received a first office action for the European 
Patent Application parallel to present US Patent Application 10/679,096 (hereafter US 
Patent Application c 096), which is currently under your examination. This Information 
Disclosure Statement is being submitted to you within three months of the European 
Office Action. Therefore, no fee is necessary with this submission. 

In the European Office Action dated May 11, 2004, Figure 1 of Assignee's own 
German Patent Application DE 195 40 256 Al (hereafter DE '256) was cited as relevant 
concerning European claims 3-5 (equivalent to US claims 3-5 of present US Patent 
Application '096). US Patent 6,104,531 claims priority of DE '256. A copy of US 
Patent 6,104,531 is submitted to you with this Information Disclosure Statement. 



Wagner 10/679,096 x 
(Z) 01037 PUS 

Statement Regarding IDS submitted on May 11, 2004 
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We respectfully believe that DE '256 (US Patent 6,104,531) is not relevant to the 
present application (US Patent Application '096) because DE '256 relates to a telescopic 
sight with variable magnification, in which the available magnification is achieved by 
axially moving the lenses that are arranged in an inner cylinder 7. Present US Patent 
Application '096 relates to a transverse displacement of an inner tube to displace a 
sighting mark. Thus, DE '256 differs from US Patent Application '096 in the manner of 
movement of the cylinder and what one can achieve with this movement, i.e. DE '256 
achieves magnification, as opposed to US Patent Application '096, which achieves 
displacement of the sighting mark. Therefore, we respectfully do not believe DE '256 is 
relevant to the present application. 

Thank you for considering this submission with the Amendment we submitted to 
you on August 4, 2004. Please note that an important portion of US Patent 6, 104;53 1 is 
underlined and marked with a star (column 1), to assist you in reviewing this Information 
Disclosure Statement. 

Respectfully submitted, 

M. Robert Kestenbaum 

Reg. No. 20,430 

11011 Bermuda Dunes NE 

Albuquerque, New Mexico 871 1 1 

Phone (505) 323-0771 

Fax (505) 323-0865 

I hereby certify this correspondence is being submitted to the Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 by facsimile, fax number (703) 872-9306, ' 
on August 1 1 , 2004 (1 1 pages total, including the cover sheet). — i 

M. Robert Kestenbaum 

Wagner 10/679,096 2 
(Z) 01037 PUS 

Statement Regarding IDS submitted on May 11, 2004 
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